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DETAILED ACTION 

Claim Objections 

Claims 1, 7 and 15 are objected to because of the following informalities: 
Within line 1 of claim 1 , the applicant recites "an embroidery machine 
comprising" and within line 5 of claim 1 the applicant recites "the machine being". 
Based on the applicant's specification and the depending claims the recitation "An 
embroidery machine" should be replaced with "A printable embroidery machine" and the 
recitation "the machine" should be replaced with the phrase "the printable embroidery 
machine". 

Regarding claim 7, it appears that the claim is improperly dependent from claim 2 
wherein it should be dependent from claim 6 in order to show sufficient antecedent 
basis for all the limitations within the claim. 

Within lines 1-2 of claims 1 and 15, the applicant recites ""a sewing machine 
body sewable on workpiece cloth". How is a sewing machine body sewed on a 
workpiece cloth? The examiner suggests replacing "a sewing machine body sewable 
on workpiece cloth" with "a sewing machine body capable of sewing on workpiece 
cloth". 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1 , the applicant recites "a frame drive unit which has a mounting 
part detachably attached to the sewing machine body" (Line 3) and "the machine being 
characterized in that an ink-jet printer is detachably attached to the mounting part of the 
frame drive unit" (Lines 5-7). Dictionary.com defines "attached" as meaning "joined, 
connected or bound". The phrase "detachably attached" is interpreted as meaning 
connected with the ability to be disconnected. Therefore, how is the drive unit 
connected to both the sewing machine body and the ink-jet printer at the same point in 
time? Does the applicant mean that the drive unit is "detachably attachable" to both the 
sewing machine body and an ink-jet printer? If so, what structure allows the sewing 
machine body and ink-jet printer to be attached/detached from the mounting part of the 
drive unit? Furthermore, it is unclear what components of the applicant's claim 1 are 
structure and what components are functional uses thereof because the applicant has 
failed to clearly define the claimed invention. Is the claim supposed to be a combination 
claim of the drive unit, a sewing machine body and an ink-jet printer or is the claim 
supposed to be a combination claim of only the drive unit and the sewing machine 
body? What is meant by the statement "the machine being characterized" (Lines 5-6)? 
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For the purpose of this Office Action, the mounting part of the frame drive unit is 
considered "detachably attached" to the sewing machine body while the mounting part 
of the frame drive unit is considered "detachably attachable" to an ink-jet printer. The 
applicant's recitation, "the machine being characterized in that an ink-jet printer is 
detachably attached to the mounting part of the frame drive unit separated from the 
sewing machine body so that the workpiece cloth held on the cloth holding frame moved 
by the frame drive unit is printed by the printer" is considered functional language and 
therefore will not be given patentable weight. The mounting part of the drive unit only 
has to be capable of being detachably attached to an ink-jet printer. 

Claims 2-14 are dependent from claim 1 and are therefore also rejected under 35 
U.S.C. 112, second paragraph. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph for similar reasons 
as claim 1 . Is the applicant claiming a frame drive unit that is capable of connecting to 
both a sewing machine body and an ink-jet printer or is the applicant claiming a 
combination of a frame drive unit, a sewing machine body and an ink-jet printer? If the 
applicant is claiming the latter, how is the mounting part of the frame drive unit 
detachably attached to both the sewing machine body and ink-jet printer at the same 
moment in time? For the purpose of this Office Action, claim 1 5 will be interpreted as 
claiming a frame drive unit that is capable of detachably attaching to both a sewing 
machine body and an ink-jet printer. Therefore, the mounting part of the drive unit only 
has to be capable of being attached to both a sewing machine body and an ink-jet 
printer. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by ITO 
et al (U.S. Patent 5,906,168). 

ITO discloses a sewing machine body (M, 1), a cloth holding frame (50) which 
holds a workpiece cloth to be sewn and a drive unit (2; including elements 60 and 80) 
having a mounting part (35, 128). ITO discloses the mounting part of the frame drive 
unit detachably attached to the sewing machine body (Figures 5, 16, 17 and 19). ITO 
discloses the cloth holding frame being coupled to the drive unit wherein the cloth 
holding frame is moved independently in two horizontal directions perpendicular to each 
other (Figures 16 and 17). The drive unit is considered fully capable of detachably 
attaching to an ink-jet printer based on the detachably attachable features of the 
mounting part (Refer to 35 U.S.C. 112, second paragraph rejections above for claim 
interpretation purposes). 

Conclusion 

The prior art made of record, as cited on attached PTO-892, and not relied upon 
is considered pertinent to applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to NATHAN E. DURHAM whose telephone number is 
(571)272-8642. The examiner can normally be reached on Monday - Friday, 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary L. Welch can be reached on (571) 272-4996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NED 

/Gary L. Welch/ 

Supervisory Patent Examiner, Art Unit 3765 



